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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE'MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- if the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 1 7 July 2002 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-31 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-31 is/are rejected. 

7) 0 Claim (s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .D Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachment(s) 

1) Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) Paper No(s). . 

2) CH Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-1 52) 

3) □ Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) O Other: 
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Claim Rejections - 35 USC § 112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

2. Claims 2, and 21-24 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 2, line 2, "the locking elements" lacks an antecedent basis within the claim. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-3 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Austrian 
reference 405,560 in view of any of Scheid or Nemeth or German reference 3,1 17,605 or German 
reference 29703962 when considering Roesch et aL * 

Austrian reference '560 discloses the configuration of attaching flat structural 
components as recited in claims 1-20 of the instant application. Austrian '560 does not appear to 
disclose any specific use of adhesive with the attaching configuration. However, each of Scheid, 
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Nemeth, German reference 3,1 17,605, and German reference 29703962 teach utilization of 
adhesive between tongue and groove joints so as to establish a secure engagement between 
panels of a substrate. And, Roesch et al., for example, teach utilization and advantages of various 
"two component" adhesives including microencapsulatable solvent adhesives that contain 
polymer resin and appropriate solvents as well as polyvinyl acetate base, methyl acrylate base, 
epoxide base etc. 

To have provided the floor tile assembly of Austrian '560 with adhesive between and 
within the tongue and groove joints between the panels 1, 2, including, any particular adhesive or 
"two component" adhesive, thus securely fastening adjacent floor tiles one to another while 
realizing any and all advantages of such well known adhesives or "two component adhesives", 
would have constituted an obvious expedient to one of ordinary skill in the art as taught by any of 
Scheid or Nemeth or German reference 3,1 17,605 or German reference 29703962 when 
considering Roesch et al. 

Response to Arguments 
5. Applicant's arguments filed July 17, 2002 have been fully considered but they are not 
persuasive. The motivation for combining is set forth in the above rejection. One of ordinary skill 
in the art would have found it obvious to utilize adhesive with the Austrian '560 tongue arid 
groove panel connection for the purpose of achieving a secure connection between adjacent 
panels with advantages of utilizing "two component adhesives" being effected. 
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As for Applicant's argument to "...the elimination of excessive glue from seeping from a 
tongue and groove system..., the modification, the reason or motivation to modify the primary 
reference may often suggest what the inventor has done, but for a different purpose or to solve a 
different problem. It is not necessary that the prior art suggest the combination to achieve the 
same advantage or result discovered by applicant. In re Linter, 458 F.2d 1013, 173 USPQ 560 
(CCPA 1972); In re Dillon, 919 F.2d 688, 16 USPQ2d 1897 (Fed. Cir. 1990), cert, denied, 500 
U.S. 904 (1991). Although Ex parte Levengood, 28 USPQ2d 1300, 1302 (Bd. Pat. App. & 
Inter. 1993) states that obviousness cannot be established by combining references "without also 
providing evidence of the motivating force which would impel one skilled in the art to do what 
the patent applicant has done" (emphasis added), reading the quotation in context it is clear that 
while there must be motivation to make the claimed invention, there is no requirement that the 
prior art provide the same reason as the applicant to make the claimed invention. Thus, the 
modification of Austrian reference 6 560 as by providing an adhesive would serve as an 
appropriate rejection under 35 USC 103 as would adding a two component adhesive to thus 
incorporate the advantages of such an old and well known sealant material within the tongue and 
groove connection of Austrian '560. Further, the rationale to modify or combine the prior art 
does not have to be expressly stated in the prior art; the rationale may be expressly or impliedly 
contained in the prior art or it may be reasoned from knowledge generally available to one of 
ordinary skill in the art, established scientific principles, or legal precedent established by prior 
case law. In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988); In re Jones, 958 F.2d 347, 
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21 USPQ2d 1941 (Fed. Cir. 1992). See also In re Kotzab, 217 F.3d 1365, 1370, 55 USPQ2d 
1313, 1317 (Fed. Cir. 2000) (setting forth test for implicit teachings); In re Eli Lilly & Co., 902 
F.2d 943, 14 USPQ2d 1741 (Fed. Cir. 1990) (discussion of reliance on legal precedent); In re 
Nilssen, 851 F.2d 1401, 1403, 7 USPQ2d 1500, 1502 (Fed. Cir. 1988) (references do not have to 
explicitly suggest combining teachings). 

With regard to Applicant's assertion that Roesch et al. "is such a divergent art from the 
Austrian reference 405,560", one of ordinary skill in the building substrate surfacing art would 
look to the adhesive art in order to uncover an appropriate glue for use with connecting tongue 
and groove panels. 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1.136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
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will the statutory period for reply expire later than SIX MONTHS from the date of this final 
action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to M. Safavi whose telephone number is (703) 308-2168. 




MICHAEL SAFAVI 
PRIMARY EXAMINER 
ART UNIT 354 



M. Safavi 
October 16, 2002 



